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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the application of: 

Patrick Mark CURRY et al. 

Serial No.: 09/556,833 

Filing Date: April 2 1 , 2000 

For: IMMUNOADJUVANT PDT 

TREATMENT OF METASTATIC 
TUMORS 



Examiner: Tran, M. 
Group Art Unit: 1642 



RECEIVED 

MAR 0 6 2001 . 
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RESPONSE TO RESTRICTION REQUIREMENT 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

This is in response to the Office Action mailed November 22, 2000, time for response to 
which was initially set to expire December 22, 2000. Accordingly, a Petition for a two month 
extension of time is included herewith, extending the time for response to February 22, 2001 . 

Applicants respectfully traverse the Restriction and submit that the asserted basis for the 
Restriction are insufficient. Applicants thus request the Restriction be reviewed and modified 
for the following reasons. 
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The Examiner has stated that Group I (claims 1, 3, 5-9, and 11-16) and Group II (claims 
2, 4, 5-7 and 10-15) are "different inventions" having "different functions with different modes 
of operation and different effects." Applicants respectfully traverse based on the following. 

As an initial matter. Applicants note that both Groups have been classified by the 
Examiner as belonging to class 424, subclass 184.1. Thus regardless of the correctness of the 
above position. Applicants respectfully point out that there is no search burden present because 
the search of Group I would be identical to the search of Group II and vice versa. Because no 
burden of search is present in searching a single subclass (in contrast to the requirement for a 
"serious burden" at MPEP 803), the reasons for restriction between these Groups are insufficient 
and the restriction may be properly withdrawn. 

Moreover, the only rationale presented in support of the above assertion is that the claims 
of Group I are directed to methods of treating cancer "which is limited to percentage of patients 
that can be treated" while the claims of Group II are directed to methods of preventing cancer 
"which concern different groups of patients not encompassed by Group I." Applicants 
respectfully submit that this rationale simply does not fit the facts of the claims as presented. 

First, the above rationale appears incorrect in asserting that the claims of Group I do not 
"encompass" the claims of Group II. It is entirely possible that a subject undergoing treatment 
for existing metastatic tumors (Group I) may also be treated to prevent the development of 
additional metastatic tumors (Group II). AppHcants thus respectfully submit that the above 
rationale fails to support the Restriction Requirement. 

Moreover, the claims of Groups I and II are identically directed to methods comprising 
one step of administering and a second step of irradiating, with the administered materials being 
identical in both Groups and the irradiation being with identical Hght in both Groups. Thus 
Applicants respectfully submit that the methods cannot be viewed as directed to "different 
methods." 
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Applicants note that the language used in the above rationale suggests that the preamble 
of claims 1 and 3 versus 2 may have been rdied upon as the basis for the Restriction 
Requirement. If so, the Examiner is respectfully requested to make this clear on the record that 
the preamble of the claims have been accorded sufficient patentable weight to warrant the 
Restriction Requirement. Applicants note, however, that if this is in fact the Examiner's 
position, the simple deletion of the preamble would obviate the basis for Restriction. 



In the event that the instant Restriction Requirement is maintained despite the above 
discussion, AppUcants hereby elect Group I, claims 1, 3, 5-9, and 11-16, with traverse for the 
reasons presented above. 

Applicants expressly reserve the right under 35 U.S.C. § 121 to file a divisional 
application directed to the nonelected subject matter during the pendency of this appUcation, or 
an application claiming priority firom this application. 

Applicant requests examination of the elected subject matter on the merits. 

hi the event that the Patent Office determines that an extension and/or other relief is 
required, applicant petitions for any required relief including extensions of time and authonzes 
the Assi;t^? Commissioner to charge the cost of such Pf ,,,ket 
nection with the filing of this document to Deposit Account No. 03-1952 referencing docket 
l^mimm. However, the Assistant Commissioner is not authonzed to charge the cost of 



connection 

no 

the issue fee to the Deposit Account. 



Respectfully submitted. 



Dated: February 22, 2001 
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Registration No. 44,461 

Morrison & Foerster llp 
3811 Valley Centre Drive - Suite 500 
San Diego, CA 92130-2332 
Telephone: (858) 720-5178 
Facsimile: (858)720-5125 
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